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DECISION ON PETITION 
UNDER 37 C.F.R. § 1.47(a) 



This is in response to appUcants' "Response to Decision on Petition Under 37 C.F^R. 
1 A1(J7Z August 2000 requesting that the present application be accepted for national 
ta™^^^^ the signage of joint inventor Saroff Sauer. In addition, this decision is 

rSpoTto aM^^^^ "Sub^dssion of Revocation of Attorney / Appointment of New Power of 
Attorney" filed 25 October 2000. 



BACKGRQUND 



On 04 June 1998, appUcants filed international application PCT/EP98/03349 which 
claimed prioly of an earlier German appUcation filed 04 July 1997. A Demand for international 
tMrZ ^^l^rluon in which the United States was elected, was filed on 04 January 1999 
Sr^Mo Te ex^^^^^^^ o nineteen months from the priority date. Accordmgly the tlurty-onth 
peno^forpa^^^^^^^^ basic national fee in the United States expired at midnight on 04 January 



2000, 



On 28 December 1999, applicants filed national stage papers l^e U"k^^^^^^^^ 
including, inter alia, the requisite basic national fee as required by 35 U.S.C. 37Hc)U)- 

On 03 March 2000 the United States Designated/Elected Office mailed a "Notification of 
Missing Ci-lnts U^^^^ 35 U.S.C. 371" (Form PCT/DO/EO/905), indicating that an oath or 
declaration in compliance with 37 CFR 1 .497 must be filed. 
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On 03 April 2000, applicants filed a petition requesting that the present U.S. national stage 
application be accepted without the signature of joint inventor Sauer The petmon was 
acS^ed by the requisite petition fee, a declaration signed by joint inventor Chnstian 
accompameu uy uic k -57 ppp 1 4Q5re^ for the late declaration filing. 

Klepsch, and the appropriate surcharge under 37 CFR 1 A^A^) tor ine idie u 

On 28 June 2000, the PCT Legal Office dismissed the 03 April 2000 petition on grounds 
that it failed to demonstrate that a bona fide attempt was made P^^^^'^^^^^^^ ,f 
application papers to Sauer at his last known address and for a lack of sufficient evidence 

Sauer's refiisal to sign. 

On 04 August 2000, applicants filed the present renewed petition. The petition states ttat 
it is ac^CmX inter ^a' a letter signed by Sauer which evidences Saue^s express refusal to 
sign the declaration. 



msriTSSiGN 



T R.,nftwedPe ri t^""TTnder3 7<"T^ 1 47(a^ 

A petition under 37 CFR 1 .47(a) must be accompanied by: (1) an oath or declarafion^^^^ 
each appUcant on his or her own behalf and on behalf of the nonsigmng joint inventor, (2) factual 
pjfofThat the missing joint inventor refi^ses to join in the application or camiot be reached after 
Tgent effort, (3) thf fee set forth in 37 CFR §1.17(i), and (4) the last known address of the 
nonsigning joint inventor. See 37 CFR 1.47(a). 

With regard to item (1), the declaration filed 03 April 2000 is executed by joint inventor 
Klepsch on his own behalf and on behalf of the nonsigning joint inventor Sauer. 

With regard to item (2), MPEP 409.03(d) states. 

Where a refusal to sign the application papers is alleged, the 
circumstances of this refusal must be specified in an affidavit or declaration by the 
person to whom the refiisal was made , , ^ , 

Before a refiisal can be alleged, it must be demonstrated that a bona fide 
attempt was made to present a copy of the application papers (specification, 
including claims, drawings, and oath or declaration) to the nonsigmng mventor for 
signature A copy of the application papers should be sent to the last known 
address of the nonsigning inventor, or. if the nonsigning inventor is represented by 
counsel, to the address of the nonsigning inventor's attorney. 
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In the present case, applicants have not demonstrated that a bona fide attempt was made to 
present a copy of the application papers (including the specification, claims, drawings, and oath or 
declaration) to Sauer for signature. The letter signed by Sauer dated 21 July 2000 states that he 
refuses to sign the declaration and powers of attorney, but provides no evidence that Sauer was 
presented with a complete copy of the application papers (including the specification, claims, and 
drawings). The petition similarly makes no mention of the specification, claims, and drawmgs 
having ever been presented to Sauer for signature. 

It is noted that appendices A-C filed with the present petition have not been translated into 
English and therefore cannot be considered. 

With regard to item (3), applicants have submitted the fee required by 37 CFR 1 . 17(i). 
With regard to item (4), applicants have provided the last known address of Sauer. 



n Revocation and Appointment of Attornev 

The "Submission of Revocation of Attorney / Appointment of New Power of Attorney" 
filed 25 October 2000 is not effective. The assignee has not established that it is the assignee of 
the entire interest. See MPEP 402.07. The assignment recorded at the fi-ame number provided 
establishes only that KGT-Klepsch Glastechnologie GmbH has assigned its interest to Starshine 
Glastechnologie GmbH. The chain of assignment fi-om the inventors Sauer and Klepsch to 
Starshine Glastechnologie GmbH has not been established. Furthermore, the revocation is signed 
by Johann Schirmbeck, but there is no indication that Schirmbeck is a corporate officer of 
Starshine Glastechnologie GmbH. See MPEP 324. Therefore, it is not possible to accept the 
"Submission of Revocation of Attorney / Appointment of New Power of Attorney" at this time. 



rONCLUSION 

For the reasons set forth above, the petition under 37 C.F.R. § 1.47(a) is DISMISSED 
without prejudice. 

If reconsideration on the merits of this petition is desired, a proper response must be filed 
within TWO (2) MONTHS from the mail date of this decision. Failure to timely file a proper 
response will result in abandonment of the application. Any reconsideration request should 
include a cover letter entitled "Renewed Petition Under 37 CFR 1.47(a)." No additional petition 
fee is required. Extensions of time may be obtained under 37 CFR 1. 136(a). 
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Please direct fUrther correspondence with respect to this matter to the Assistant 
Commissioner for Patents, Box PCT, Washington, DC 20231, and address the contents of the 
letter to the attention of the PCT Legal Office. 




Bryan Tung Leonard Smith 

PCT Legal Examiner PCT Legal Examiner 

PCT Legal Office PCT Legal Office 

Telephone: 703-308-6614 
Facsimile: 703-308-6459 



